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Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

REQUEST FOR RECONSIDERATION OF USPTO'S PATENT TERM 
ADJUSTMENT DETERMINATION 

Applicants hereby respectfully request reconsideration of the Patent Term Adjustment 
Determination of (0) days made by the U.S. Patent and Trademark Office (USPTO), as 
provided by 35 U.S.C. § 154(b)(3)(B)(ii). This request is being submitted concurrent with 
payment of the Issue Fee, and includes the requisite $200.00 fee. 

Applicants respectfully assert that the instant application is entitled to 29 days of 
Patent Term Adjustment, for the following reasons. 

On Monday, May 19, 2003, Applicants submitted an amendment responsive to a non- 
final Office Action dated December 18, 2002, by Express Mail. A return postcard from the 
USPTO was subsequently received, confirming receipt of the amendment in the USPTO on 
May 19, 2003, a copy is enclosed herewith. Under 35 U.S.C. § 154(b)(l)(A)(ii), the USPTO 
was required to respond to this amendment within 4 months. 

The USPTO did not initially respond to the amendment. Instead, a Notice of 
Abandonment was issued on August 8, 2003, alleging Applicants' failure to respond to the 
Office Action dated December 18, 2002. 
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The Notice of Abandonment was received by Applicants 5 undersigned representative 
on August 25, 2003. The following day, on August 26, 2003, a Petition to Withdraw 
Abandonment was filed in the USPTO by Express Mail. A return postcard from the USPTO 
was subsequently received, showing receipt of the Petition in the USPTO on August 26, 
2003, a copy is enclosed herewith. In the Petition, Applicants stated that a response to the 
Office Action dated December 18, 2002 had been timely filed, complete with requisite fees 
for a two-month extension of time, and included copies of the amendment submitted on May 
19, 2003, the amendment transmittal, cancelled check #124692, the Express Mail label, and 
the return postcard from the PTO to verify receipt of the amendment by the USPTO. 

Applicants' Petition for Withdrawal of Abandonment was approved, and a Notice of 
Rescinded Abandonment was mailed on November 26, 2003. The Patent Application 
Information Retrieval (PAIR) system indicates that the file was forwarded to the Examiner 
for consideration of the previously filed amendment on January 9, 2004. 

On January 14, 2004, in response to the amendment originally filed on May 19, 2004, 
a Notice of Allowance was issued. 

35 U.S.C. § 154(b)(1)(A) states that the term of the patent shall be extended 1 day for 
each day after the end of the four month period set forth in 35 U.S.C. § 154(b)(l)(A)(ii). 35 
U.S.C. § 154(b)(2)(C) states that this period of adjustment shall be reduced by a period equal 
to any periods of time in excess of three months that are taken to respond to an office action. 

Applicants submitted an amendment sufficient to overcome all rejections and place 
the application in condition for allowance on May 19, 2003. Accordingly, Applicants 
respectfully submit that a Notice of Allowance should have issued within four months of their 
submission, or no later than September 19, 2003. The Notice of Allowance was not mailed 
until January 14, 2004, however, a delay of 1 17 days. None of this delay was due to inaction 
on Applicants' part. 

Applicant's original response to the Office Action dated December 18, 2002 was filed 
on May 19, 2003, a total of 62 days beyond the three month due date. Additionally, two 
previous delays in responding to Office Actions had occurred, each for a period of 13 days. 
Thus, the 117 days of adjustment to which the patent would otherwise be entitled may be 
reduced by a total of 88 days (62 + 13 + 13), leaving the patent entitled to a Patent Term 
Adjustment of 29 days. ♦ 
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CONCLUSION 



Since the patent that is to issue on the instant application is not subject to a Terminal 
Disclaimer, Applicants respectfully request that the patent be accorded the full 29 days of 



Patent Term Adjustment to which it is entitled. 



Woodcock Washburn LLP 
One Liberty Place - 46th Floor 
Philadelphia PA 19103 
Telephone: (215) 568-3100 
Facsimile: (215) 568-3439 



Dated: March 25, 2004 
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papers. Each additional paper, such as an assignment or formal drawing, must 
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~ CERTIFICATE OF MAILING 

I hereby certify that this Fee(s) Transmittal is being deposited 
with the United States Postal Service to Mail Stop Issue Fee on the 
date indicated below via Express Mail Label:EL 999293457 US 
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S^ Maurice Valla / 


(Depositors name) 
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1 . Change of correspondence address or indication of "Fee Address" (37 
CFR 1.363). 

□ Change of correspondence address (or Change of Correspondence 
Address form PTO/SB/122) attached. 

□ "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 



2. For printing on the patent front page, list (1) the 
names of up to 3 registered patent attorneys or 
agents OR, alternatively, (2) the name of a single 
firm (having as a member a registered attorney or 
agent) and the names of up to 2 registered patent 
attorneys or agents. If no name is listed, no name 
will be printed. 



! Monte TC. Rrnwrler 

2 Shah R. Mak ujin a 

3 Woodcock Washburn LLP 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. Inclusion of assignee data is only appropriate when an assignment has 
been previously submitted to the USPTO or is being submitted under separate cover. Completion of this form is NOT a substitute for filing an assignment 



(A) NAME OF ASSIGNEE 



(B) RESIDENCE: (CITY and STATE OR COUNTRY) 



Bristol-Myers Squibb Pharma Company Princeton, New Jersey 

Please check the appropriate assignee category or categories (will not be printed on the patent); □ individual XXcorporation or other private group entity □ government 



4a. The following fee(s) are enclosed: 
XKssue Fee 
Xf&ubli cation Fee 
XSkdvance Order - # of Copies 



4b. Payment of Fee(s): 

XJ5 A check in the amount of the fee(s) is enclosed. 
□ Payment by credit card. Form PTO-2038 is attached. 
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XS The Director is hereby authorized by charge the required fee(s), or credit any overpayment, to 
Deposit Account Number SO— 7030 (enclose an extra copy of this form). 



Director for Patents is requested to apply the Issue Fee and Publication Fee (if any) or to re-apply any previously paid issue fee to the application identified above. 

S. Maurice Val WReg. No. 43,966 




(Autj>erizwSiffhature) 

£7Wm 



(Date) 

March 25, 2004 



NOTE; The Issue Fee and Publication Fee (if required) will not be accepted from anyone 
other tttan the applicant; a registered attorney or agent; or the assignee or other party in 
interest as shown by the records of the United States Patent and Trademark Office. 



This collection of information is required by 37 CFR 1.311. The information is required to 
obtain or retain a benefit by the public which' is to file (and by the USPTO to process) an 
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is 
estimated to take 1 2 minutes to complete, including gathering, preparing, and submitting the 
completed application form to the USPTO. Time will vary depending upon the individual 
case. Any comments on the amount of time you require to complete this form and/or 
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, Alexandria, Virginia 
22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. 
SEND TO: Commissioner for Patents, Alexandria, Virginia 223 13-1450. 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a 
collection of information unless it displays a valid OMB control number. 
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